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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 5/5/05 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) 3.6 and 11-15 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1,2,4,5 and 7-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)Kl All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 
Group I, claim(s) 1,2,4,5,7-10, drawn to a polymer composite structure. 
Group II, claim(s) 6,11-15, drawn to a process. 
Group III, claim(s) 3, drawn to an actuator. 

The inventions listed as Groups I, II & III do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: Group I is drawn to a 
polymer composite structure, while Group II is a process for making a polymer 
composite structure. The polymer composite structure could be made by a different 
process (one without coiled springs). Groups III is related to an actuator which is not a 
required feature of either Group I and/or Group II. 

During a telephone conversation with Richard Auchterlonie on March 26, 2007 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1, 2, 4, 5, 7-10. Affirmation of this election must be made by applicant in replying 
to this Office action. Claims 3, 6, 1 1-15 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
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remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Specification 

A substitute specification in proper idiomatic English and in compliance with 37 
CFR 1.52(a) and (b) is required. The substitute specification filed must be accompanied 
by a statement that it contains no new matter. 

The disclosure is objected to under 37 CFR 1 .71 , as being so incomprehensible 
as to preclude a reasonable search of the prior art by the examiner. For example, the 
following items are not understood: 

(Paragraph 0003) A common electrochemical polymerization method includes by 
adding monomer components such as pyrrole and the like in electrolytic solution, 
providing a working electrode and a counter electrode in this electrolyte, and applying 
voltage between the electrodes, thereby forming conductive polymers as films on the 
working electrode (e.g. see pages 70 to 73, " Conductive polymers" 8.sup.th edition by 
Naoya Ogata, published by Scientific K. K, Feb. 10, 1990"). 

(Paragraph 007) In order to solve the above problem, as a means to obtain large 
electrochemical strain of conductive polymer elements, one idea of pasting highly 
conductive metal films on surfaces of conductive polymer elements may be considered. 
(Passing or pasting?) Translation is difficult to understand. 
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(Paragraph 0039) In FIG. 5, conductive polymer composite structures 12 are 
tubular conductive polymer composite structures obtained by jointing metal wires 13 or 
13' at both ends of coiled metal spring-type members in the length direction as a 
conductive substrate, connecting said metal wires 13 and 13' to a power supply and 
generating conductive polymers on a conductive substrate by a publicly known 
electrochemical polymerization method. What is publicly known? 

Examiner notes that the translation of the "entire specification" is difficult to 
interpret. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 2, 4, 5 & 7-10 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2, 4, 5, 8, 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Oshawa et al. US 4,948,685. 

As to Claims 1 & 2, Oshawa et al. '685 discloses a composite electrode coated 
with a polymeric material (Col. 29, Line 15-21). Oshawa et al. '685 does not disclose 
the conductivity not less than 1 .0 X 10 3 S/cm. However, Claim 1 ,2,4 seems to be 
identical, except that the prior art is silent as to the inherent characteristics. These 
properties are inherent because the applicants and the inventors teach virtually identical 
structures with similar materials. The physical properties of similar materials will 
inherently be similar. The burden of proof is shifted to the applicant to show the prior art 
properties are different from those claimed. See In re Fitzgerald, 619 F. 2d 67, 205 
USPQ 594 (CCPA1980). 

As to Claim 5, Oshawa et al. '685 illustrates a spiral cylinder laminated sheet 
(Figure 12). 
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As to Claim 8 & 10, Oshawa et aL '685 discloses pressing composite electrolyte 
(Col. 11, Line 5-18). 

Claims 7 & 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Oshawa et al. US 4,948,685 as applied to claims 1, 2, 4, 5 7, 8 &10 above, and further 
in view of Charpentier et al. US 6,914,1 05. 

Oshawa et al. '685 does not disclose a device for driving parts (examiner 
interprets driving parts as conveyance). However, Charpentier et al. US 6,914,105 
teaches the use of a continuous process for moving parts (Col. 9, Line 19-36). 
Conveyance of parts is well known in the industry and would have been obvious to one 
skilled in the art to combine the teaching of Charpentier et al. US 6,914,105 in the 
Oshawa et al. '685 invention. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gary D. Harris whose telephone number is 571-272- 
6508. The examiner can normally be reached on 8AM - 5PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol D. Chaney can be reached on 571-272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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